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Box No- 1 Basis of the report ' 

1 . With regard to the language, this report is based on the international application in the language in which it was 
filed, unless otherwise indicated under this item. 

□ This report is based on translations from the original language into the following language , 
which is the language of a translation furnished for the purposes of: 

□ international search (under Rules 12.3 and 23.1(b)) 

□ publication ofthe international application (under Rule 12.4) 

□ international preliminary examination (under Rules 55.2 andA^r 55.3) 

2. With regard to the elements* of the international application, this report is based on (replacement sheets which 
have been furnished to the receiving Office in response to an invitation under Article 14 are referred to in this 
report as "originally filed" and are not annexed to this report): 



Description, Pages . 

1-29 as originally filed 

Claims, Numbers 

1-64 as originally filed 

Drawings, Sheets 

1)30-30)80 as originally filed 

□ a sequence listing andA>r any related tabie(s) - see Supplemental Box Relating to Sequence Listing 

3. □ The amendments have resulted in the cancellation of: • 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheets^igs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

4. □ This report has been established as if (some of) the amendrhents annexed to this report and listed below 
had not been made, since they have been considered to go beyond the disclosure as filed, as indicated in the 
Supplemental Box (Rule 70.2(c)). 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheetsyfigs 

□ the sequence listing (specify): 

□ any tab!e(s) related to sequence listing fspec/iy): 

* If item 4 applies, some or all of these sheets may be marked "superseded." 
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Box No. IV Lack of unity of invention 



1 . H In response to the invitation to restrict or pay additional fees, the applicant has: 

□ restricted the claims. . . 
H paid additional fees. 

□ paid additional fees under protest. 

□ neither restricted nor paid additional fees. 

2 □ This Authority found that the requirement of unity of invention is not complied With and chose, according to 
Rule 68.1. not to invite the applicant to restrict or pay additional fees. 

3. This Authority considei^ that the requirement of unity of invention in accordance with Rules 13.1 . 13.2 and 13.3 
is 

□ complied with. 

H not complied with for the following reasons: 
. see separate sheet 

4. . Consequently, this report has been established in respect of the folloy^ing parts of the international application: 
H all parts. 

□ the parts relating to claims Nos. . 



Box No V Reasoned statement under Article 35(2) with regard to novelty, inventive step or Industrial 
applicaiiility; citations and explanations supporting such statement 



1. Statement 
Novelty (N) 

Inventive step (IS) 

Industrial applicability (lA) 



Yes: 


Claims 


No: 


Claims 


Yes: 


Claims 


No: 


Claims 


Yes: 


Claims 


No: 


Claims 



2.3,6,7,9,14-20, 30,32.33.39-41 ,43.44.55-64 
1 ,4.5.8,10-13.21-29,31 .34-38.42,45-54 

2,3,6,7,9.14-20. 30.32.33,39-41 ,43,44.55-64 
1 ,4,5,8.1 0-1 3,21 -29,31 ,34-38,42,45-54 

1-64 



2. Citations and explanations (Rule 70.7): 
see separate sheet 
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Re Item IV. 

The separate groups of inventions are: 

1. Claims 1-20 
A marked contact lens, which is not vision impairing. 

2. Claims 21-54 

A method for evaluating the position of a marked contact lens In the patients eye. 

3. Claims 55-64 
Method for detemaining pupil parameters. 

They are not so linked as to form a single general Inventive concept (Rule 13.1 PCT) 
for the following reasons: 

The common special technical feature in groups 1 and 2 is a marked contact lens. Such 
a contact lens is disclosed for example in document EP 0 949 528 (see column 8, 

paragraph 32). j j 

The problems solved by both groups are also different, namely, providing a marked 
contact lens, which does not Impaire the vision of the user and providing a method to 
evaluate the movement of the lens in the eye. 

The common special technical feature in groups 1 and 3 does not exist. The problems 
solved are obviously different as well. 

The common special technical feature in groups 2 and 3 Is the step of detennining the 
center of the pupil of the patient. Such a step is disclosed for example in document EP 
0 949 528 (see column 9, lines 20-26). 

The problems solved by both groups are also different, namely, providing a method to 
evaluate the movement of the lens in the eye and providing a method to detemnine 
pupil parameters of an eye. 

Therefore, the three groups of Inventions cannot be considered to have a common 
single general inventive concept. As a consequence, claim groups 1, 2 and 3 are non 
unitary according to Rule 13.1 and 13.2 PCT. 
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1 The following documents are referred to in this communication: 

D1 • EP 0 949 528 A (MENICON CO LTD) 13 October 1 999 (1 999-1 0-13) 
D2:* DE 102 41 210 A (TECHNQVISION GMBH GES FUER DIE) 25 March 2004 
(2004-03-25) 

2. INDEPENDENT CLAIM 1 (1st group of inventions) 

2 1 The present application does not meet the criteria of Article 33(1) PCT, because 

the subject-matter of claim 1 is not new In the sense of Article 33(2) PCT. 
Document D1 discloses (the references in parenthesis applying to this document): 

A contact lens (abstract), comprising: 

a surface including a plurality of marks in an optical zone region of the lens 
(column 8, lines 17-21). wherein the mari<s are light absorbing or fight scattenng 
with respect to light propagating in a posterior to anterior lens surface direction (it 
is understood that the index provided on the lens will absort) light in both 
directions if its a dyed mari< or scatter it if has been done with a laser or a cutter, 
c.f. column 9. lines 24-27). wherein the mari^s are non-visipn impairing with the 
lens in-vivo (column 9, lines 29-31). 

3. DEPENDENT CLAIMS 4, 5, 8, 10-13 

Dependent claims 4. 5, 8. 1 0-1 3 do not contain any features which, in combination 
with the features of any claim to which they refer, meet the requirements of the 
PCT in respect of novelty or inventive step (Article 33(2) and (3) PCT). 

4. DEPENDENT CLAIMS 2, 3. 6, 7, 9, 14-20 

The combination of the features of dependent claims 2, 3. 6, 7, 9. 1 4-20 are 
neither known from, nor rendered obvious by, the available prior art. 

5. INDEPENDENT CLAIMS 21, 29 and 45 (2nd group of inventions) 

5.1 Although the present application claims priority of the german DE 10333794, 
this priority claim does not seem to hold for the following reason. 

The applicant Is reminded that only the date of filling of the "first application" 
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can be claimed as a priority (Article 8 PCT). It seems however that in the 
present case, the subject-matter of independent claim 21 of the present 
invention is already contained in earlier german application DE 102 41 210 
filed on September. 5th 2002. later published as DE 102 41 210 (D2) and 
disclosing (the references in parentheses applying to this document): 

A method for making a contact lens measurement In vivo (paragraph 11), 

comprising: u ho 

- providing a selectively marked contact lens in vivo (paragraphs 16, 21); 

- obtaining an image of said lens in vivo (paragraph 27) 

- determining a pupil coordinate parameter (paragraphs 1 9, ,33) 

- calculating a position and/or orientation coordinate parameter of the contact 
lens for each image with respect to the pupil coordinate parameter 
(paragraph 18); and 

- repeating steps (a-d) at a repetition rate greater than about 10 Hz over a 
selected time inten^al (paragraphs 35, 27. 82). 

Accordingly the claim to priority is not valid in respect of the subject-matter 
already contained in the eariier DE application 1 02 41 21 0. As a 
consequence of the non valid priority, document D2 published on March 
25th, 2004 (before the filing of the present application) fomis part of the state 
of the art in the sense of Rule 33(1) PCT. Hence the subject-matter of claim 
21 is not new in the sense of Article 33(2) PCT. 

The same reasoning applies mutatis-mutandis to claims 29 and 45. Hence 
the subject-matter of these claims is not new in the sense of Article 33(2) 



6. DEPENDENT CLAIMS 22-28, 31, 34-38, 42, 46-54 

Dependent claims 22-28, 31 , 34-38, 42, 46-54 do not contain any features w 
1n combination with the features of any claim to which they refer, meet the 
requirements of the PCT in respect of novelty or inventive step (Article 33(2) 
(3) PCT). 

7. DEPENDENT CLAIMS 30, 32, 33. 39-41 . 43. 44 
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The combination of the features of dependent claims 30, 32, 33, 39-41 , 43, 44 are 
neither known from, nor rendered obvious by, the available prior art. 

8. INDEPENDENT CLAIM 55 arid DEPENDENT CLAIMS 56-64 

The combination of the features of claims 55-64 are neither known from, nor 
rendered obvious by, the available prior art. 
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